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1 . Applicants' filing of an RCE and request for suspension, filed 2/22/08, have been 
received. Since the three month period of suspension is over, the following office action 
is issued. Please note that since the claims under consideration are the same as those 
previously examined, the following office action is comparable to that dated 8/24/07. 

2. Claims 1 to 1 9 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The language "wherein the organic groups of the condensate... and/or copper or 
silver colloids" is confusing since it is unclear if the copper or silver colloids are part of 
the organic group. In other words, it is unclear what the "and/or" modifies. Claim 1 9 is 
similarly confusing. 

For claim 4, it is confusing for the otoplastic to be a base coating since page 1 of 
the specification defines otoplastic as a behind the ear device, not a coating. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 1, 2, 5, 10, 11, 13 to 19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Niederdraenk et al. 

Niederdraenk et al. teach electroacoustic miniature transducers for hearing aids 
(i.e. a hearing aid component). The transducer is coated with a biofilm inhibiting coating. 
Paragraph 17 teaches that this coating is an inorganic coating based on a coating 
compound that includes a hydrolyzate or pre-condensate of one or more hydrolysable 
compounds having at least one nonhydrolyzable substituent, at least a part of the which 
include fluorine atoms. This coating may additionally contain copper or silver colloids. 
This is the same coating composition as found in instant claim 1 . This anticipates claims 
1,5, 10 and 1 1 . The bottom of paragraph 15 teaches that the transducers can be made 
of plastic, meeting claim 2. 

For claim 1 3, note that the drying step in paragraph 1 8 meets this, while the UV 
curing step in paragraph 18 meets claim 14. For claims 15 to 18, note that these are 
product by process limitations and, since the final product per se appears to be the 
same as that disclosed by Niederdraenk et al., these particular process steps need not 
be met. 

6. Claims 3, 6 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Niederdraenk et al. 

Patentees fail to specifically teach silane inorganic compounds but the skilled art- 
isan would have instantly recognized that silanes having hydrolyzable and nonhydrolyz- 
able groups are very commonly used to form coating compositions and such silanes 
would have been immediately envisioned and obvious to the skilled artisan. In this 
manner claims 6 and 9 would have been obvious to one having ordinary skill in the art. 

For claim 3, Niederdraenk et al. teaches Mylar® as a plastic, but the skill-ed 
artisan would recognize that any of the plastics commonly used in the art would have 
been an obvious selection for the transducers of Niederdraenk et al. 

7. Claims 1 to 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DE 100 54 248, as interpreted by the English language equivalent Schiestel et al. 
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DE 100 54 248 teaches a coating composition that meets that required by the 
claimed hearing aid or hearing aid component. See for instance the silane (I) on 
paragraph 14 in Schiestel et al. which meets claim 6, the functional groups taught in 
paragraph 18, which meet claims 7 and 8, and the fluorinated silane in paragraph 25 
which meets claim 9. Paragraph 29 and on teach the addition of a silver compound 
while paragraph 32 teaches the formation of silver colloids. Paragraph 34 teaches the 
addition of nanoscale particles. This coating composition is used as a microbicide and 
can be applied to various medical devices. This differs from that claimed in that DE 100 
54 248 does not specifically teach a hearing aid. 

As applicants admit in the description or related art, and as is obvious and known 
to the skilled artisan, hearing aids and hearing aid parts are subject to the build up of 
microorganisms. As noted supra, the coating composition of DE 100 54 248 is a useful 
microbicide for medical devices. One having ordinary skill in the art would have been 
motivated by the teachings in DE 100 54 248 to use the coating composition therein as 
a coating on a hearing aid or hearing aid device with an expectation of obtaining bene- 
ficial microbicide properties. In this manner the instant claims are rendered obvious. 

For claims 2 and 3, note page 3 of applicants' specification which admits that 
polymethacrylate is typically used in the preparation of hearing aids. 

8. For each of the above rejections, applicants cannot rely upon the foreign priority 
papers to overcome this rejection because a translation of said papers has not been 
made of record in accordance with 37 CFR 1 .55. See MPEP § 201 .15. 

9. Claims 1 to 19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DE 199 58 336, as interpreted by the English language equivalent Brueck et al. 

DE 199 58 336 teaches self crosslinking compositions that meet the composition 
found on the claimed hearing aid or hearing aid component. See the silane on column 
6, line 21 , which meets claims 6 and 9. See column 6, lines 36 and on, which teaches 
the nanoscale particles of claim 12. For claim 8, please see column 8, liens 25 to 32. 
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This coating composition has water and oil repelling properties, as well as an anti 
adhesive surface. Column 9 teaches that it can be used to coat medical devices. This 
does not specifically teach hearing aids. 

As applicants admit in the description or related art, and as is obvious and known 
to the skilled artisan, hearing aids and hearing aid parts are subject to exposure to oils 
and water from the body and outside elements. In addition, they can get dirty over time. 
The benefits of coating hearing aids with a known coating composition for medical 
devices in an effort to improve water and oil repellency, as well as provide anti-adhesive 
or dirt repelling properties, would have been an obvious to one having ordinary skill in 
the art. As such the instant claims would have been obvious to the skilled artisan. 

For claims 2 and 3, note page 3 of applicants' specification which admits that 
polymethacrylate is typically used in the preparation of hearing aids. 

For claims 10, 1 1 and 15 to 19, the Examiner notes that it is extremely well 
known in the art that silver colloids possess antimicrobial properties. The addition of 
addition of a known antimicrobial compound to the composition of DE 199 58 336 in an 
effort to improve antimicrobial properties and extend the life of the product would have 
been prima facie obvious to one having ordinary skill in the art. 

10. Claims 1, 5 and 9 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Johannsen et al. 

Johannsen et al. teach a hydrophobic layer on a microphone. See for instance 

paragraph 7. Paragraphs 31 and on teach various silanes used to prepare the hydro- 
phobic layer, including fluorosilanes meeting claim 9. 

The basis for this rejection is that it is unclear to the Examiner if the microphone 
in Johannsen et al. could be considered a hearing aid component or not. Hearing aids 
contain microphones and it appears that the microphone in Johannsen et al., which is a 
microstructure, could be used in a hearing aid, thereby meeting the requirement of a 
hearing aid component. If not anticipated, the skilled artisan would have found the use 
of the improved microstructure microphone in a hearing aid to have been obvious, in an 
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effort to obtain the benefits and properties thereof. In this manner the skilled artisan 
would have found the claimed hearing aid component obvious. 



1 1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



12. Claims 1 to 1 9 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1 to 29 of U.S. Patent No. 
7,279,173. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because of reasons noted in the previous office action regard- 
ing US 10/415,396. 



1 3. Claims 1 to 1 9 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 98 to 153 of 
copending Application No. 10/969,008. Although the conflicting claims are not identical, 
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they are not patentably distinct from each other because it would have been obvious to 
select a hearing aid or hearing aid device as the article in '008 in an effort to take 
advantage of the microbial coating properties as they would be desirable in a hearing 
aid or hearing aid device as claimed. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday and Wednesday to 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Margaret G. Moore/ 

Primary Examiner, Art Unit 1796 



mgm 
10/29/08 



